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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 02 December 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 C,D. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1.3.5-8.10 and 13 is/are rejected. 

7) E3 Claim(s) 2.4.9.11.12 and 14-17 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 13 May 2004 is/are: a)S accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)[3 None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Australia on 12/2/02. It is noted, however, that applicant has not filed 
a certified copy of the Australian application as required by 35 U.S.C. 1 19(b). 

Information Disclosure Statement 

2. The information disclosure statement (IDS) filed 12/2/04 fails to comply with the 
provisions of 37 CFR 1 .97, 1 .98 and MPEP § 609 because the documents cited therein 
do not appear to be relevant to patentability of the instant claimed invention. The 
references appear to be related to identifying malfunctioning print heads. The IDS has 
been placed in the application file, but the information referred to therein has not been 
considered as to the merits. Applicant is advised that the date of any re-submission of 
any item of information contained in this information disclosure statement or the 
submission of any missing element(s) will be the date of submission for purposes of 
determining compliance with the requirements based on the time of filing the statement, 
including all certification requirements for statements under 37 CFR 1 .97(e). See 
MPEP § 609 HC(1). 

3. The listing of references in the specification (see pgs. 1063-1067) is not a proper 
information disclosure statement. 37 CFR 1 .98(b) requires a list of all patents, 
publications, or other information submitted for consideration by the Office, and MPEP 
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§ 609 A(1) states, "the list may not be incorporated into the specification but must be 
submitted in a separate paper." Therefore, unless the references have been cited by 
the examiner on form PTO-892, they have not been considered. 



Specification 

4. The lengthy specification (1000+ pages) has not been checked to the extent 
necessary to determine the presence of all possible minor errors. Applicant's 
cooperation is requested in correcting any errors of which applicant may become aware 
in the specification. For example, on pg. 548, we see: "Please note that pages 549-554 
are intentionally missing." This will probably generate a printer's "rush" if the 
application is allowed. 

5. The incorporation of essential material in the specification by reference 
(Applicant uses the term "cross-reference") to a foreign application or patent, or to a 
publication is improper. See pages 1063-1067 of the instant Specification. Applicant 
is required to amend the disclosure to include the material incorporated by reference if 
Applicant considers the material essential. The amendment must be accompanied by a 
statement executed by the applicant, or a practitioner representing the applicant, stating 
that the material being inserted is the material previously incorporated by reference and 
that the amendment contains no new matter. 37 CFR 1 .57(f). 
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35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. The instant Specification is over 1000 pages long. Applicant is required to show 
the antecedent basis in the Specification for all claimed elements (i.e. the precise 
location of all claimed elements or steps). 

Drawings 

9. There are 331 sheets of Drawings and at least 41 3 Figures. The drawings must 
show every feature of the invention specified in the claims. See 37 CFR 1 .83(a). 
Applicant is required to show where each and every claimed element or step is shown 
in the Drawings. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11 Claims 1, 3 f 5-8, 10 and 13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Beer et al. (US 6,671,221 B2) filed 5/23/02 and patented 12/30/03. 



12. The lone Figure of Beer et al. is reproduced below. From their Abstract, we see 
disclosed: 



A semiconductor chip, particularly a semiconductor memory, has a trimmable 
oscillator for controlling internal functions. A circuit is provided for 
trimming the frequency of the oscillator and is implemented on the 
semiconductor chip. This guarantees a parallel setting of the oscillator 
frequency for a plurality of semiconductor chips without losses in yield or 
quality. 
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13. The one-to-one correspondence between the instant claimed invention 
(independent claim 1) and that of Beers et al. is as follows: the processor is controller 
(10); the onboard system clock is fSRF produced by oscillator (2); the clock trim circuitry 
is a test logic (5) and fuses (8); receiving an external signal is the external clock signal 
CLK or fCLK; determining either the number of cycles of the clock signal... is the 
number of cycles of the clock signal CLK being detected by the counter (4) for n 
periods, n being a whole positive number; determining a trim value and storing the trim 
value for controlling the internal clock frequency is performed by the test logic (5) which 
generates the command ADR_trim at a corresponding correction address to modify or 
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set or trim the frequency fSRF of the oscillator (2) and note that the correction value 
may be deposited into the bank of fuses (8). 

14. As per dependent claims 3 and 6-7, see at least col. 3, lines 34-38, of Beers et 
al.: 

On-chip fuses are also advantageously provided for storing corresponding 
correction information for the on-chip oscillator. Preferably, electrical 
fuses are utilized for the on-chip fuses. 

15. As per dependent claim 5, see at least col. 4, lines 43-47, of Beers et al. 

16. As per dependent claim 8, the Examiner associated Oscillator 2 with the claimed 
VCO. This is a well-known oscillator frequently utilized on semiconductor chips. 

17. As per dependent claim 10, see at least lines 27-36 of Beers et al. 

1 8. As per dependent claim 1 3, see at least the external clock signal CLK pad(3) 
and the (external) Interface 6 of Beers et al. 

Allowable Subject Matter 

1 9. Claims 2, 4,9,11 -1 2, and 1 4-1 7 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See the attached PTO-892. Most notable is Hull et al. (US 
5,796,312). 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick J. Assouad whose telephone number is 571- 
272-2210. The examiner can normally be reached on Tuesday-Friday, 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc Hoff can be reached on 571-272-2216. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Patrick J Assouad 
Primary Examiner 
Art Unit 2857' 

pja 




